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Art Unit: 3629 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1-3, 5-6, 10, 12-14, 17-22, 24-27, 29, 33-35 and 50 are rejected under 
35 U.S.C. 102(e) as being anticipated by O'Hagan et al. (US 6,595,417). 

O'Hagan et al. teach an electronic shopping method and system, comprising: 

As per claims 1,19, 26, 42 and 50, 

entering at least one product code (column 3, lines 25-30); 

retrieving product location information for at least one product corresponding to 
the entered at least one product code (column 3, lines 35-40; column 19, lines 5-10); 

presenting the retrieved product location information to the customer (column 3, 
lines 35-40). 

As per claims 2, 27 and 29, said method and system, wherein the at least one 
product code is entered via the Internet (column 6, lines 43-45). 

As per claims 3, 10 and 22, said method and system, wherein the at least one 
product code is entered via a device located at the retail store (column 3, lines 35-40; 
column 19, lines 5-10; column 28, lines 41-43). 
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As per claims 5, 12, 20, 33 and 35, said method and system, wherein the 
device located at the retail store is a handheld device carried by the customer (column 
6, line 65 - column 7, line 1 ). 

As per claims 6, 13 and 21, said method and system, wherein the device 
located at the retail store is integrated with a shopping container (column 3, lines 31- 
32). 

As per claims 18 and 24, said method and system, wherein the retrieved and 
presented product location indicates a store aisle in which the at least one product is 
located (column 28, lines 41-43). 

As per claims 25 and 34, said method and system, further comprising means 
for determining a location of the transportable computing device in the retail store 
column 12, lines 6-15). 

As per claim 51, 

selecting a product from an on-line catalog (column 19, lines 29-45; column 21, 
lines 1-2); 

retrieving product location information for the selected product (column 21 , lines 

1-2); 

presenting the retrieved product location information to the customer column 21 , 
lines 1-2). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14, 17 and 52 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over O'Hagan et al. 

As per claim 14, O'Hagan et al. teach said method and system, wherein the 
device located at the retail store is integrated with a shopping container (column 3, lines 
31-32). 

However, O'Hagan et al. do not specifically teach that said device is integrated 
with a shopping basket. 

Official notice is taken that shopping baskets and shopping containers are 
commonly used in retail environment. 

Therefor, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify O'Hagan et al. to include that said device is 
integrated with a shopping basket, because it appears that the claimed features do not 
distinguish the invention over similar features in the prior art, and the teachings of 
O'Hagan et al. would perform the invention as claimed by the applicant with either the 
shopping container or the shopping basket. 

As per claims 17 and 52, O'Hagan et al. teach said method and system, 
wherein the customer accesses the merchant's web site to browse through general 
information and create a shopping list, which is then transmitted to the merchant's store 
(column 19, lines 29-45; column 20, lines 3-9). 
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However, O'Hagan et al. do not specifically teach that said general information 
includes store location information. 

Official notice is taken that it is well known in e-commerce environment to provide 
merchant's web pages having merchant's stores location information. 

Therefor, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify O'Hagan et al. to include that said general 
information includes store location information, because it appears that the claimed 
features do not distinguish the invention over similar features in the prior art, and the 
teachings of O'Hagan et al. would perform the invention as claimed by the applicant 
with either specifically mentioning the store location information, or not. 

Claims 4, 7-9, 11,15-16, 23, 28, 30-32, 36-37, 38, 40-41, 43-47 and 49 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over O'Hagan et al. in view 
of Powell (US 5,887,271). 

As per claims 4, 1 1 and 30-31 , O'Hagan et al. teach all the limitations of claims 
4, 1 1 and 30-31 , except that said the at least one product code is entered via a kiosk 
located at the retail store. 

Powell teaches a method and system for locating products in a retail system, 
including a kiosk containing an Internet connected computer, via which product codes 
are entered (column 5, lines 28-40). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify O'Hagan et al. to include that said store is equipped with 
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a kiosk (a computer), because it would provide less expensive product locating system, 
thereby make it more attractive to small stores. 
Also, 

As per claims 7, 8, 16, 38, 41, 43-47 and 49, Powell teaches said method and 
system, wherein the presenting step includes printing the location information on a 
piece of paper (column 5, lines 37-40; column 13, lines 17-18). 

As per claim 9, O'Hagan et al. teach said method and system, wherein the 
printing occurs at a location remote from the retail store (column 4, lines 30-31). 

As per claims 15 and 23, Powell teaches said method and system, wherein the 
presenting step includes audibly reproducing the retrieved location information (column 
5, lines 34-38). 

As per claims 28, 32 and 36-37, Powell teaches said method and system, 
wherein the presentation means includes a printer connected to the personal computer 
(column 5, lines 37-40; column 13, lines 17-18). 

As per claim 40, Powell teaches said method and system, wherein the computer 
is in wireless communication with the portable computing device (column 6, lines 30- 
32). 

Claim 48 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Hagan et al. and Powell. 

As per claim 48, O'Hagan et al. and Powell teach all the limitations of claim 48, 
except that said printed data includes an indication of an alternative to the unavailable 
item. 
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However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The "uploading" through 
"presenting" steps would be performed the same regardless of the content of the data 
printed. Thus, this descriptive material will not distinguish the claimed invention from the 
prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994). 

Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Hagan et al. and Powell in view of Burke et al. (US 6,604,681). 

As per claim 39, O'Hagan et al. and Powel teach all the limitations of claim 39, 
except specifically teaching that said portable computing device is a PDA. 

Burke et al. teach an evaluative shopping assistant method and system, wherein 
the customer's shopping list is accessible from the PDA (column 10, lines 14-17). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify O'Hagan et al. and Powel to include that said portable 
computing device is a PDA, because it appears that the claimed features do not 
distinguish the invention over similar features in the prior art, and the teachings of 
O'Hagan et al. and Powel would perform the invention as claimed by the applicant with 
either specifically mentioning that said portable computing device is a PDA, or not. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure (see form PTO-892). 
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Any inquiry concerning this communication should be directed to Igor Borissov at 
telephone number (703) 305-4649. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Receptionist whose telephone number is (703) 
872-9306. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, John Weiss, can be reached at (703) 308- 2702. 
Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington D.C. 20231 

or faxed to: 

(703) 872-9306 [Official communications; including After Final 

communications labeled "Box AF"] 
Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, Arlington, VA, 7 th floor receptionist. ^ ^ 

cist^'^W PATENT EXAMINER 
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